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Facsimile No.: (571) 273-8300 
Transmitted By: Brenda Wiseman 



"> • Commissioner For Patents 

f ; -PO Box 1450 

' . j Alexandria. VA 22313-1450 

j. Dear Sir/Madam: 

\\ • . Attached please find an Amendment/Response for Docket No. 01 845-22396, Application 

..No. 10/750,376. 

Thqnk you, We await your conllrmation of receipt. 

Respectfully submitted, 



• i 




P /^)aKeson 
THORPE NORTH & WESTERN, LLP 
Customer No. 20,551 
Reg, No. 44266 



Tho pagos that follow may contain sensitive, privileged or confidential information intended solely for the addressee 
"named alxwe. if you receive this message and are not tho agent or employee of the addressee, and have therefore 
heen sent or received this communication In ciror, you are asked not to disseminate or copy any of the attached and 
flrc to notify tho sender immediately by telephone. Please also return the original message to the sender by mail. 
Thank you. 

vvwvv.trtw.com 

MHO $ftHti AID i 4 - Smiu m • lJi rt H &4fl7lMM • flOI.5iifit55.13 • 1 001.5^0750 - pdtlaw@tiwcwtl US. Muling Aiitas: PO Box 1219 • Sandy. Utati W091 -1219 

toe km i Ai^nwiii lo Prciiilpr Puifan nance- ' 
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I horuoy ratify that litis correspondence la being facsimile fianamilied to me u$PTO or deposited with the United Slates Postal Sorvice with 
sufficient pgslage as first Cla$s maO in an aivclopc addressed lo: Comrrilssionor for Patents, P.O. Pox 1450, Alexandria, VA 22313-1450 on 
It if? <Uua shown below: ' 


Signature 




\£yped or printed name 


Brenda Wiseman 


Date 


06-00-2006 j 
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ADuRESS, SUND TO: Gernrnteslonor for Paionttf, P.O. Box 14S0, Alexandria, VA 22313-1450. 
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AppUcaiion No,: 10/750J76 
HocKd No.: 01845-22396 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



ART UNIT; 1616 
KXAMINKR: Frank Choi 
FIRST NAM l£I J 

INVlvNTOR: Keith A. Rintllcsbnch 
SliRrAl.NO.: 10/750,376 
FIUJD: 12/31/2003 
CONR NO.: 4S92 

FUR: A METHOD FOR RliVHRSINCi 

AL/UIUMUR DF,MliNTIA 

DOCKKTNO.: 01845*22396 



cm rn u:a tk of mailing 

IJ NmW 37C.F R. S1.8 
DA) I: 01' DHTOSIT: J une Mfflfi 



1 heivby certify thai this paper or Ice (along 
wilh cmy paper or fee referred 10 »s bein^ attached 
or enclosed) is being submitted on the dote 
indicated above via: 

□ EPS Web 

121 facsimile to 571-273-R300 _ 

□ ihe United States I'o&Ml Service wilh 
sufficient postage as first class it mil 

addressed to: Mull Slop , 

Commissioner for Patents, P.O. Box 1450, 
Alexandria. VA 2231.3-1450. 



Urenda Wiseman 



TI 10RPE NORTH & WESTERN, LLP 

Customer No. 20>55l 

P.O. Box 1219 

Sandy, Utah 84091-1219 



AMENDMENT / RESPONSE 



. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



•Dear Sir. 

In response (o the Office Action, mailed May 5, 2008, Applicant otters the following 
, remarks anil requests reconsideration of the nhove-captioncd application. This communication is 
being submitted prior to the expiration of the one month response deadline. 
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GUTTER Application No.: 10/750,376 
Dockci No.: 018-15-223% 



JUN 0 9 2008 



BACKGROUND 



I . The present application was filed on December 3 ] , 2003 under the title A METHOD 



* /I.:- ' 'FOR REVERSING ALZTIKJMIiR DEMENTIA. Twenty claims were presented. 

2. )n the first Office Action mailed July 5, 2006, the Examiner rejected claims 1-20 under 
U.S.C. § 1 12, first paragraph for various reasons. Specifically, the Examiner stated that although 
information as to doses was contained within the specification, the working examples appeared 
lb he prophetic in nature. Additionally, the Examiner stated that the claims were too broad in 

' thai Ihoy claimed a method where dosing could occur up to 1 8 hours after dosing one of the 

ingredients. The Examiner argued that such claims would require one of ordinary skill in the art 
. (o do undue experimentation to determine what doses, dosing intervals, order of dosing, etc. 
! , would be effective, 

3. Applicant submitted a response to the Patent Office on November 6, 2006 pointing out 
that the Examiner assumed that the examples were prophetic without any indication of such from 
tbe Applicant, and thai nothing in the examples staled or implied that the examples were 

• prophetic. In addition, Applicant explained that the examples have sufficient detail to provide 
what the Applicant considered to be the invention, and that the examples provide a sufficient 
■ , dosing regimen to enable it to ho followed without undue experimentation, Applicant also 
' ; emphasized that a person could follow the regimen exactly if they chose to. 



dementia. \\\ response to Applicant's arguments, the Examiner argued that Applicant provided 
no evidence refuting the conclusion that the examples were prophetic in nature. The Examiner 
reasoned that Applicant slated what may occur or what was intended to occur and not that 



4. A second Office Action was made final and mailed on January 26, 2007. In that 
, Action, the Examiner maintained the IJ.8.C, § 112, first paragraph, rejection for claims t-20. 
Specifically, the Examiner set forth the some arguments and added that the specification 
provided insufficient evidence that the combination would be effective in reducing Alzheimer's 



tivahncnt was administered to a patient with a resulting reduction in Alzheimer's dementia. The 
Bxamincr reasoned that the enablement requirement was not satisfied although treatment 
methods were disclosed in the specification, 



5 
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..V' I . . . ' Applkraliiw Na: 10^750,376 

'< ; ■ DockclNa: 01 845-223% 

!'•''. 

• i" ; 5, In an clTort to expedite prosecution, a telephone interview was conducted involving 

. j ihojixaininer and Counsel for the Applicant, In the interview, the Examiner indicated tliat the 

• : scope of the claims should be more narrowly tailored to the treatments set forth in the examples 
'! ; 1 : and indicated that a declaration would be required to address the "prophetic" naiurc of the 

j examples. ' r he Krfaminer suggested that the declaration indicate that the examples were not 
;. prophetic in nature, unci include additional information as to the actual effects observed in the 
•. f treatment of the Alzheimer's patient During the conversation it was also agreed that if the 
5 amendments and declaration did not put the claims in condition for allowance, the amendments 
: ■ . would he entered, Ihc finality of the office action removed, and a telephone interview would be 

„; , .' ' [initiated by the Examiner, 

' \ \ ' 6* Accordingly, Applicants submitted a response to the second Office Action on March 

• v ' ; : 5 26, 2007, In the response, Applicants amcndcd'claim 1 , as suggested by the Examiner, by 
j ' ! . incorporating dependent claims 2-10 and 16 to reflect the treatment outlined in example 1 of the 
, : ; application Accordingly, claims 2-10 and 16 were cancelled. This was an amendment that the 
* i j *■ * ' Applicant did not think was warranted by current U.S. patent law, but did so for economy 
• « " j '• purposes to put the case in condition for allowance. In addition, as per the Examiner's 
" ' • ; < suggestion, Applicants submitted a declaration indicating that the examples were not prophetic in 

, nature (which the Applicant also does not believe was necessary), and that a patient treated in 
I / • accordance with the example had experienced a decrease in Alzheimer's dementia through , 
, V * . ircnlmejil according to the practice of example 1 of the specification . The declaration further 
\ ( : , 1 . included information as to the effccls observed in the patient as the patient was treated in 

; • " : / , accordance with the combination and method disclosed in the application. 

« 

'"'i' ;' : • ' ; : 7. In response to Applicant's response of March 26, 2007, the Examiner submitted an 
; ' Advisory Action on July 19, 2007. In the Advisory Action, the Examiner failed to enter the 

* ' . ' , amendments or declaration as agreed upon in Ihc telephone interview, and indicated that the 
■ ' request for reconsideration did not place the application in a condition for allowance since the 

amendments and declaration had not been entered. The Examiner accordingly rejected the 

i ' i * : 

■ i • ' claims for the reasons sol forth in the Final Office Action. The Advisory Aclion indicated that 

• v " the amendments were not entered because the Examiner felt they raised new issues that would 

require further consideration and/or a search; and they were not deemed to place the application 

• . ' . i 
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•'' .-/in better form for appeal by materially reducing or simplifying the issues for appeal, 

1 8, 'flic Advisory Action further indicated that the declaration was not entered because the 

; :: *' lixiuniner fell the Applicant had failed to provide a showing of good and sufficient reasons why 
the declaration was necessary and was not earlier presented. The Advisory Action also indicated 
that the declaration was nol entered because it would require Anther consideration and/or a 
* search due to the fact that the declaration indicated that the examples were not hypothetical, but 
■ t , provided no data or records to support that conclusion. It should further be noted that the 

Uxnminer did nol make an attempt to initiate a telephone interview with Applicant's Counsel as 
■' 1 ; was previously agreed upon. 

9. After receiving the Advisory Action on the present application, particularly where the 
; : •ttxamiucr failed to enter the amendments and declaration after suggesting that they be submitted, 
Applicants decided it vvoidd be beneficial to appeal the present claims. Accordingly, Applicants 
v ^ filed a Notice of Appeal on July 1 9, 2007, followed by an Appeal Brief dated August 1 7, 2007. 
' 10. In response to Applicant's Appeal Brief, the Examiner reopened prosecution, issued 

Office Action dated November 5, 2007, and entered Applicant's amendment, which the 
■ /, llxiiiniher had previously refused to enter. In this Office Action, the Examining Attorney issued 
^ a new rejection with respect io the amended claims under 35 USC §112. In that Office Action, 
.*. , the Rxammcr indicated that Applicant could respond to the Office Action by filing a new appeal 
\y. - ' Wriul : imdcr 37 CPR 41.37. 

11, Per the November 5, 2007 Office Action, Applicant responded by filing a new appeal 
1 brief dated February 26, 2008, In the appeal brief, Applicant amended the claims back to the 

original claims in the application (tho same claims that existed at the lime of (he original appeal 
\, brief), 

12. The lixaminer responded to Applicant's Appeal Brief on in Office Action dated May 
■ 7, 20fJ8 (the most recent Office Action). In this Office Action, the Examiner dismissed the 
" Appeal and indicated that the Appeal Brief would be treated as a reply to the Office Action, and 

more particularly be treated as a non-responsive amendment. 
,\ ' In the most rcccnt Office Action, the lixamining Attorney indicates that "the enablement 

- ' : rejection cannot be considered moot on the basis that Applicant's amendment purportedly 
reinstates the subject matter of the original claims " See 5-7-08 Office Action, page 3. 

\ 7 
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:-, ' ' . Specifically, the Hxamining Attorney argues that Applicant has not shown how the subject matter 

• of the original claims overcomes the enablement rcjeclion as set forth in the Office Action dated 
, . . j November 5. 2007, The Examiner further argues that Applicant docs not address the Nomiann ct 
'• «l. references which arc cited in the November 5, 2007 Office Action as evidence supporting 
[non-cnablcmcnt. 
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